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DETAILED ACTION 
Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter vyhich the applicant regards as his invention. 

2: Claims 20-24 and 30-32 are rejected under 35 U.S.C. 112, second paragraph, as 

being indefinite for failing to particularly point out and distinctly claim the subject matter 

which applicant regards as the invention. 

Re claim 20, claim line 1: The preamble make reference to a method of 

"identifying molecules"; however, the body of the claim does^provide a connection 

between scanning the nanocodes and identifying the molecules. Scanning a structure 

does not necessarily lead to identification. Alternatively, scanning can be used to 

generate characteristics or properties of the molecules. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the Invention was known or used by others in this country, or patented or described in a printed 
publication In this or a foreign country, before the invention thereof by the applicant for a patent. 

4. Claims 1-3, 12-15 are rejected under 35 U.S.C. 102(a) as being anticipated by 
US 2003/0033863 (Ashby et al.). 

With respect to the limitations of claim 1 , the reference to Ashby et al. discloses 
an atomic force microscope for use in screening potential interactions between 
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biological molecules comprised of an array of scanning probe tips, as shown in Figure 
8; and an analyzer coupled to the scanning array. As to the limitation of providing an 
array that is "capable of scanning nanocodes", the examiner argues that given the 
device of Ashby et al. is an atomic force microscope that is used to measure on the 
atomic level, the array of Ashby et al. would inherently have the capability of measuring 
nanocodes, as it does with measuring small molecules and proteins, among the many 
other uses available to an atomic force microscope. 

With respect to the limitation of claim 2, the reference to Ashby et al. would again 
have the inherently capability of measuring friction characteristics. 

With respect to the limitations of claim 3, the reference to Ashby et al. discloses 
an atomic force microscope comprised of an array of two or more scanning probe tips, 
as shown in Figure 8. 

With respect to the limitation of claim 12, the reference to Ashby et al. would 
again have the inherently capability of measuring DNA molecules. 

With respect to the limitation of claim 13, the reference to Ashby et al. appears to 
discloses means for holding a sample (20). 

With respect to the limitation of claim 14, since the reference to Ashby et al. 
would have the inherent capability of scanning nanocodes, the array would also have 
the inherent capability of measuring molecular assay labels. 

With respect to the limitations of claim 1 5, the reference to Ashby et al. discloses 
an atomic force microscope for use in screening potential interactions between 
biological molecules comprising: means to support a substrate (20); an array of 
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scanning probe tips, as sliown in Figure 8; and an analyzer coupled to the scanning 
array. As to the limitation of providing an array that is "capable of scanning nanocodes", 
the examiner argues that given the device of Ashby et al. is an atomic force microscope 
that is used to measure on the atomic level, the array of Ashby et al. would inherently 
have the capability of measuring nanocodes, as it does with measuring small molecules 
and proteins, among the many other uses available to an atomic force microscope. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 4 and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
US 2003/0033863 (Ashby et al.) in view of US 5,047,633 (Finlan et al.). 

With respect to the limitation of claim 4, the reference to Ashby 
et al. fails to expressly recite that the scanning array is a three by three array. The 
reference to Finlan et al. discloses an apparatus for imaging macromolecules and 
interactions involving macromolecules, whereby an array of probes (13) is utilized to 
perfomri the imaging. One example, as shown in Figure 4, shows a four by four array of 
scanning probes. It is the examiner's position that one of ordinary skill in the art would 
have the requisite ability to create a scanning array as large or as small as the operator 
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wishes in order to take advantage of the number of sample needed to be scanned, as 
well as to more quickly scan a plurality of samples. 

Allowable Subject Matter 

7. Claims 20-24 and 30-32 would be allowable if rewritten or amended to overcome 
the rejection(s) under 35 U.S.C. 1 12, 2nd paragraph, set forth in this Office action. 

8. Generic claim 33 is allowable. Since claims 34-37 are depended from an 
allowable generic claim, the restriction requirement with regards to claims 34-37 has 
been withdrawn. Claims 33-37 are now deemed to be allowable. 

Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Daniel S. Larkin whose telephone number is 571-272- 
2198. The examiner can normally be reached on 8:00 AM - 5:00 PM Mon-Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hezron Williams can be reached on 571-272-2208. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status infonnation for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infonnation for unpublished applications Is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Daniel Larkin 
AU 2856 

12 December 2005 
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